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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
* Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayie, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 1-26 is/are pending in the application. 
4a) Of the above claim(s) 9-26 is/are withdrawn from consideration. 

5) D Claim(s) 1-3.7 and 8 is/are allowed. 

6) E3 Claim(s) ±6 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) E3 The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)D Some*c)D None of: 

1-D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau {PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1) IEI Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No{s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) (2) Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 2 . 6) □ Other: 

U.S. Patent and Trademark Office ~ ' 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No. 3 
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DETAILED ACTION 
Election/Restrictions 
Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-8, drawn to a composition comprising alumina, classified in class 423, 
subclass 628. 

II. Claims 9 and 1 0, drawn to a process for making a composition comprising 
alumina, classified in class 423, subclass 628. 

III. Claims 11-14, drawn to a process for separating alumina and an organic modifier, 
classified in class 423, subclass 628. 

IV. Claims 15-18, drawn to a process for dehydrating alumina, classified in class 423, 
subclass 628. 

V. Claims 23-25, drawn to a process for catalytically transforming a reactant, 
classified in class 423, subclass 2 10+. 

VI. Claim 26, drawn to a process for absorbing a reactant, classified in class 423, 
subclass 2 10+. 

Inventions I and II are related as process of making and product made. The inventions 
are distinct if either or both of the following can be shown: (1 ) that the process as claimed can be 
used to make other and.materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
process as claimed can be used to make an alumina without multiple wide angle x-ray diffraction 
lines. 
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Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II, restriction for examination purposes as indicated is 
proper. 

Inventions I and III-IV are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of operation, 
different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the 
different inventions are unrelated because invention I is an alumina composition, optionally 
containing an organic modifier while inventions III-IV are a method for refining a hydrated 
alumina composition containing organic modifier to into non-hydrated form and without the 
organic modifier. 

Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group III-IV, restriction for examination purposes as indicated is 

proper. 

Inventions I and V-VI are related as product and process of use. The inventions can be 
shown to be distinct if either or both of the following can be shown: (1) the process for using the 
product as claimed can be practiced with another materially different product or (2) the product 
as claimed can be used in a materially different process of using that product (MPEP 
§ 806.05(h)). In the instant case the process as claimed can be used with another product, such 
as an alumina without the recited multiple wide-angle diffraction lines. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 
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Inventions II and III-VI are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of operation, 
different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the 
different inventions are unrelated because invention II is a process for making an alumina 
composition, optionally containing an organic modifier while inventions III-IV are a method for 
refining a hydrated alumina composition containing organic modifier to into non-hydrated form 
and without the organic modifier. Inventions V-VI are a method of using the product made in 
the process of invention II. 

Because these inventions are distinct for the reasons given above and the search required 
for Group II is not required for Group III-VI, restriction for examination purposes as indicated is 
proper. 

Inventions III and IV- VI are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of operation, 
different functions/or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case 
invention III is a method for separating alumina and organic modifier, while invention IV is a 
process for dehydrating alumina without organic modifier. Inventions V and VI are a method for 
using alumina optionally containing organic modifier. 

Because these inventions are distinct for the reasons given above and the search required 
for Group III is not required for Group IV-VI, restriction for examination purposes as indicated 
is proper. 

Inventions IV and V-VI are unrelated. Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of operation, 
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different functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant 
invention IV is a process for dehydrating alumina without organic modifier. Inventions V and 
VI are a method for using alumina optionally containing organic modifier. 

Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

Inventions V and VI are unrelated. Inventions are unrelated if it can be shown that they 
are not disclosed as capable of use together and they have different modes of operation, different 
functions, or different effects (MPEP § 806.04, MPEP § 808.01). In the instant case the different 
inventions cite different methods of using an alumina composition optionally containing organic 
modifier, one method via chemical conversion and the other via absorption. 

Because these inventions are distinct for the reasons given above and the search required 
for Group V is not required for Group VI, restriction for examination purposes as indicated is 
proper. 

During a telephone conversation with Ian C. McLeod on 1 1/1/02 a provisional election 
was made with traverse to prosecute the invention of Group I, claims 1-8. Affirmation of this 
election must be made by applicant in replying to this Office action. Claim9-26 are withdrawn 
from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a non-elected 

invention. 

Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1 .48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
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application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1 .48(b) and by the fee required under 37 CFR 1 . 1 7(i). 

Specification 

Onpage21,line 1 3, cm 3 /g is not a unit for surface area. It appears m 2 /g was intended. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

Claims 4-6 and 8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 

Claim 4 recites the limitation "organic modifier component". There is insufficient 
antecedent basis for this limitation in the claim. 

Claims 5 and 8 are indefinite as they have improper Markush language. 
Claim 6 is improper since it does not refer to the claims in the alternative. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

such thai the subject m tter a, a ^ whok woul^v^ I m3tt " S0 ^ ht to be and the prior art are 

having ordinary kHI to th ^ to w ch A , ° bV, ° US " ,he ' ime the inVen,ion was ma <* <° * person 
mann r in whfch £e inventio" wmmal ^ sha » "°> be "^tived by the 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 • Determining the scope and contents of the prior art 

2. Ascertaining the differences between the prior art and the claims at issue 

3. Resol vmg the level of ordinary skill in the pertinent art. 

££S£^ CVldenCe PreSCnt h ^ aPPliCati °" ^.ousness 
This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly ow.ed at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 usc ]Qm 

Claims 1, 2-5, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Valange et al. 

Valange et al. discloses mesostructured alumina with pore volumes of greater than or 
equal to 0.40 cmVg and with surface areas greater than 200 m\ (see page 605,' left column and 
table 3). A non-ionic surfactant was used, namely NNDDNO. It appears it would have a lattice 
spacing of at least 2.0 nm. Valange does not disclose mu.tiple wide angle x-ray diffraction lines, 
but may inherently show these lines in an x-ray diffractogram. Where the claimed and prior art 
product(s) are identical or substantially identical, or are produced by identical or substantia.^ 
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Oo^,P e „ aM ,, ta>||ySBb|eMw ^ minaSynfc ^^^ 

Surfactants in the Presence of Amines". 

. „. d isc , os , s „ esoslracttred a , mjni ^ ^ ^ 

greater than or equal to 0 40 cm 3 /o an * *u ^ 

°°- 40Cm/e ™ dml, ' s »' f '«»'-^..«*an200^ g(seeKb , e , ) 

~-^"-^^«^,.^, <talIllc ^ i|ilta| 

^'^^^^^^^ 

^* — —"«* « m « B«, , 95 USPQ 430 . 

a- , .a « rei e« md „ 35 u, c . tm , s being nnp , lemb|e Gon2jta _ 

Isomerizatiori of Light Paraffins". 

°~-^„ dwi , hsurface _ grMertlm2o0ni(e(KeF . nre iBmdT ^ 
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D.scuss.on). Non-.on.c surfactants were used, such as PEG (see first Da „ f 



6and b0e ^phases are taught at the bottom of the 



diffiactograminFigurel Pseudo-boehmit 



Claims 1.8 are rejected under 35 U S C lmr.1.1 ■ 
706 '"'"""^"WttnttblecerPtanav, 



Pimavaia '706 discloses 
equal to 0.40 cm 3 /g and with surface 



"^structured atain, mc ^ rf ^ ^ 



, PBCscecolu ran IVte47BBlM , 5 , im * 

'7-— .,o.-s,c,„ e o f ,„e,s,3.0„ m i; „; 

:: Mi - 57 — — M- .„. 

:;r: difflac,w . 
-- f --n, PP iic M ,. esttblish , h>llheprior>nproduci(s)donot 



Application/Control Number: 09/917,147 

Art Unit: 1754 ' Page 10 

Posses, ,he . to ,ies of ,he ^ claimed produ£1(s)i _ „ ^ n 

USPQ 430. 



Conclusion 

The pH„, „ ^ o!recmd M „„, „, ied ^ ^ coMjted ^ io 

disclosure. 

Any inquiry concerning this communication or earlier communications from the 

examiner can normally be reached on 8:30 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stan Overman can be reached c„ 703-308-3837. The fax phone numbers for the 
organization where this apphcation or proceeding is ass lg ned are 703-872-93 1 0 for regular 

communications and 703-305-93 1 1 for After Fin.i ™ • - 

yjn ror Arterhinal communications. 

Any **y of «, o, r e„ ling t0 slalus of _ 

should be dhee.ed ,o fte «eep,i otfst whose ttleph( , ne ^ ^ 

AK 

November 6, 2002 /^j(f^^ 

PD„?Isr EW bos 



